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DETAILED ACTION 

The present Office action is in response to application dated 15 September 2003 
Claims 1-6 are pending. 



Priority 

1. Receipt is acknowledged of papers submitted under 35 U.S. C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on 22 December 2004 was filed 
after the mailing date of the application on 15 September 2003. The submission is in compliance 
with the provisions of 37 CFR 1.97. Accordingly, the information disclosure statement is being 
considered by the examiner. 



Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

7. Claims 1-2 and 4-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over Ofek 
et al. [US 2002/0004890 Al] in view of Craft et al. [US 6,687,758 B2]. 

Regarding claim 1, Ofek et al. teaches a method (see Abstract) for controlling an 
interface command of a disk apparatus of a computer system including one or more host 
computers (see Figure 5, "1" and "2"), an old disk apparatus connected prior to said host 
computers, and a new disk apparatus newly connected to said host computers (see Figure 5, 
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"donor storage device 14" and "target storage device 16"), comprising the steps of: changing- 
over and connecting said old disk apparatus to said host computers and executing data migration 
from said old disk apparatus to said new disk apparatus (see Page 7, [0082]); identifying a 
command for inquiring disk identification as an interface command from said host computers 
and a command for inputting and outputting data ; and sending said command for inquiring said 
disk identification said old disk apparatus (see "FROM" and "TO" commands; Page 7, [0082]). 

However, the reference does not teach the use of a switch for connecting to the disk 
apparatus and host computer. As for this limitation, Craft et al. teaches a switch for migrating a 
connection from one port to another (see "switch 37", "INIC 22", and "INIC 25" in Figure 1; 
column 5, lines 30-34). At the time of the invention, one of ordinary skill in the art would have 
been motivated to combine the cited disclosures in order to obtain a method capable of 
determining which port to employ in network connections and controlling migration between 
NICs, as taught by Craft et al. (see column 2, lines 6-10). 

As for claim 2, Ofek et al. teaches data migration from an old disk to a new disk 
apparatus. The reference does not teach the use of a switch for connecting to the disk apparatus 
and host computer, as claimed. Craft et al. teaches a switch for migrating a connection from one 
port to another (see Figure 1). This reference also teaches executing a data migration function of 
this switch (see column 5, lines 30-34). A person of ordinary skill in the art would have been 
motivated to combine the cited disclosures for the reasons set forth above. 



Regarding claim 4, Ofek et al. teaches a system (see Abstract) for controlling an interface 
command of a disk apparatus of a computer system including one or more host computers (see 
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Figure 5, "1" and "2"), an old disk apparatus connected prior to said host computers, and a new 
disk apparatus newly connected to said host computers (see Figure 5, "donor storage device 14" 
and "target storage device 16"). The cited system is capable of changing-over and connecting 
said old disk apparatus to said host computers and executing data migration from said old disk 
apparatus to said new disk apparatus (see Page 7, [0082]); identifying a command for inquiring 
disk identification as an interface command from said host computers and a command for 
inputting and outputting data ; and sending said command for inquiring said disk identification 
said old disk apparatus (see "FROM" and "TO" commands; Page 7, [0082]). 

Nonetheless, the reference does not teach the use of a switch for connecting to the disk 
apparatus and host computer as part of the system. As for this limitation, Craft et al. teaches a 
switch for migrating a connection from one port to another (see "switch 37", "INIC 22", and 
"INIC 25" in Figure 1; column 5, lines 30-34). In addition, the switch includes connection with 
a fibre channel (see Figure 1, 32-35; col. 2, lines 32-35). 

At the time of the invention, one of ordinary skill in the art would have been motivated to 
combine the cited disclosures for the reasons set forth above. 

As for claim 5, Ofek et al. teaches host computers sharing one old disk apparatus (see 
Figure5, "14", donor). 

As for claim 6, Ofek et al. teaches that the "donor" {older data storage system 14\ Page 2, 
[0029]) is replaced partially. Thus, it could be reused after the migration. 



Application/Control Number: 1 0/66 1 ,574 Page 6 

Art Unit: 2182 

8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ofek et al. [US 
2002/0004890 Al] in view of Craft et al. [US 6,687,758 B2] in further view of Kleiman et al 
[US 2003/0237019 Al]. 

As for claim 3, the combination of references (Ofek et al. in view of Craft et al.) does not 
teach an old disk apparatus and a new disk apparatus operating by a SCSI command from the 
one or more host computers, as claimed. As for this limitation, Kleiman et al. teaches a file 
system 120 using a SCSI "write same" command for directing a migration target (Page 4, 
[0047]). Therefore, this operation avoids inconsistency. At the time of the invention, one of 
ordinary skill in the art would have been motivated to modify the combination of references, 
since the Kleiman et al reference "saves on activity by the disk 141 and on bandwidth between 
the file system 120 and the storage system 140" (emphasis added, Page 4, [0047]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Angel L. Casiano whose telephone number is 571-272-4142. The 
examiner can normally be reached on 9:00-5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim Huynh can be reached on 571-272-4147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/661,574 



Page 7 



Art Unit: 2182 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Ale 

19 December 2005 




KIMHUYNH 
PRIMARY EXAMINER 



